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UNI TED STATES DI STRI CT COURT
CENTRAL DI STRICT OF ILLINO S

WORLD CHURCH OF THE CREATOR, )

)

Pl ai ntiff, )

)

V. ) Case No. 03-1007

)

TE- TA- MA Trut h Foundati on- )
Family of URI, Inc.; )

Janmes Germai n URI, )

)

Def endant s. )

ORDER

Before the Court is Plaintiff’s Conplaint [Doc. #1]. In this
Compl aint, Plaintiff alleges fraud under the LanhamAct, 15 U. S.C. 8§
1120, common | awfraud, deceptive trade practices under 815 I LCS 510/ 2,
fraud under t he Consuner and Fraud and Decepti ve Busi ness Practi ces Act
815 I LCS 5052 and common | aw conspiracy. Accordingly, the Court has
jurisdictionunder 28 U.S. C. § 1331. After review ng the Conpl ai nt as
wel | as ot her rel evant docunentationintherecord, the Court di sm sses
this matter sua sponte on the grounds of res judi cata for the reasons
that follow

According to the Conplaint, Plaintiff World Church of the Creator
isareligious organi zati on that espouses the doctrine of “Creativity.”
The self-styled “Pontifex Maximus” (“highest priest”) of this
organi zation is Matt Hale, who resides in East Peoria, Illinois.
Def endant TE- TA- MA Foundation Fam ly of URI., Inc. isaCalifornia

cor poration headquartered in Oregon. Defendant Janes Gernmainis the



presi dent of TE-TA-MA. Defendants regi stered the “Church of the Creator”
trademark with the United States Patent and Trademark O fice (“PTO) that
is at the heart of this dispute. Defendants obtainedthis registration
in 1988.

I n 2000, Defendants filed alawsuit alleginginfringement of its
“Church of the Creator” mark under § 43(a) of the LanhamAct, 15 U. S. C
8§ 1114(a)(1l), inthe Northern District of Illinois. The district court
grant ed judgnment infavor of Plaintiff, findingthe term“creator” to be

generic. See TE-TA-MA Truth Foundation—-Famly of URI, Inc.., v. World

Church of the Creator, 2002 U.S.Dist. LEXIS 1478 (N.D.I11. Jan. 31,
2002). Upon appeal, the Seventh Circuit reversedthe district court’s
rul i ng and remanded t he case back with instructions to enter judgnent in

favor of Def endants. See TE- TA- MA Trut h Foundati on—Fanily of URI ., Inc.,

v. World Church of the Creator, 297 F.3d 662, 667 (7" Cir. 2002).
Accordingly, thedistrict court entered judgnment in favor of Defendants
and enj oi ned Plaintiff fromusi ng Def endants’ mark and ordered Pl aintiff
to “deliver up for destruction” all of its nmaterials bearingthe mark.
Intheinstant suit, Plaintiff seeks to: (1) enjoi n Def endants from
usi ng Def endants’ regi stered “Church of the Creator” mark; (2) have t he
Def endant s del i ver up for destruction any naterial s bearing the all eged
“di sputed mark;” (3) have Def endants account for and di sgorge any profits

derived fromuse of their mark, (4) have Defendants pay costs and
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attorney’s fees; (5) have Def endants pay puniti ve danages; and (6) cancel

theregistrationfor Defendants’ nark. (Plaintiff’s Conplaint pp. 9-10).

Res judicatais anaffirmative defense. See Fed. R Gv.P8(c). It
I's ageneral principleof federal civil procedure that courts can raise
affirmati ve def enses suasponteif it “is soplainfromthe face of the
conpl aint that the suit can be regarded as frivol ous; and the district
j udge need not wait for an answer before dismssingthe suit.” Wl ker

v. Thonpson, 288 F. 3d 1005, 1009 (7t Cir. 2002). This is the case here,

as further explained bel ow.

The Court finds that this suit is barred by the application of res
judicata. “Underres judicata, ‘afinal judgnment onthe nmerits bars
further clains by parties or their privities based onthe sane cause of

action.”” Brown v. Felsen, 442 U S. 127, 147 (1979) (quoti ng Mont ana v.

United States, 440 U. S. 147, 153 (1979)). Accordingly, there are

three elenents constituting res judicata. “There nust be 1) an
identity of the parties or their privities, 2) an identity of the
causes of action, and 3) a final judgment on the merits.” People

Who Care v. Rockford Bd. of Educ., 68 F.3d 172, 177 (7" Cir.

1995). Intheinstant case, the parties areidentical tothoseinthe

TE- TA- MA Trut h Foundati on—-Famly of URI, Inc., v. Wrld Church of the

Qeator, 2002 U.S.Dist. LEXIS 1478 (N.D. I1l. Jan. 31, 2002) case, and
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t here has been a final judgnent onthe nerits insaidcase. The only
remai ni ng questi on before this Court i s whet her both cases are based on
the sane cause of action.

Courtsinthis Circuit utilize the “same transaction” test for

determ ni ng t he scope of a cause of action. See Car Carriers, Inc. v.

Ford Mot or Co., 789 F. 2d 589, 593 (7" Cir. 1986). Under thistest, a

“cause of action” consists of a*“'single core of operative facts’ which

giverisetoarenmedy.” Alexander v. Chicago Park District, 773 F. 2d

850, 854 (7" Cir. 1985); see al so, Mandarino v. Pollard, 718 F. 2d 845,

849 (7" Cir. 1983). The “sane transaction” test is “decidedly fact-

oriented.” Car Carriers, Inc., 789 F.2d at 593. “Once a transacti on has

caused injury, all clains arising fromthat transacti on nmust be br ought
inonesuit or belost. Thus, amere changeinthelegal theory does not
create a newcause of action. .... Therefore, prior litigation acts as
a bar not only to those i ssues which were rai sed and deci ded in the
earlier litigation but al soto those i ssues whi chcoul d have been rai sed
in that litigation.” 1d. (citations and quotations omtted).
Plaintiff’'s clainms in the instant suit are ained at the very
val i dity of Defendants’ “Church of the Creator” mark, which fornedthe
basi s for Defendants’ prior tradenmark i nfringenment suit. These clai ns,
i f borne out, woul d nean t hat Defendants’ mark i s invalid and therefore

ineligible for protection under the Lanham Act since owning a
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“protectable mark” is one of the pre-requisites for prosecuting a
trademark i nfringenment claim See 15U. S.C. 8§ 1114(1)(a); 15 U. S. C

8§ 1125(a); A.J. Canfield Co. v. Vess Beverages, Inc., 796 F.2d

903, 906 (7" Cir. 1986) (Under 8§ 43(a) of the Lanham Act, a
plaintiff nmust establish: (1) that it has a protectabl e trademark;
and (2) a “likelihood of confusion” exists as to the origin of the
def endant’s products). As the validity of Defendants’ mark gives rise
tothe renediesinboth cases, the Court finds that this suit arises from
the same cause of action as the Defendants’ earlier trademark
i nfringenent suit before the Northern District of Illinois.
Additionally, by filing the instant suit, Plaintiff isreally
seeking to circunmvent the normnal appell ate revi ewprocess and engage i n
a “horizontal review of the prior district court’sruling. Plaintiff’s
requested relief would have the effect of nullifying the rights
establ i shed by Defendants inits prior trademark i nfringenent acti on.
I n such cases, the Seventh Grcuit has recogni zed that “[b] ot h precedent
and policy require that res judicata bar a counterclaimwhen its
prosecutionwould nullify rights established by a prior action. Judicial
econony i s not the only basis for the doctrine of res judicata. Res
judi cata al so preserves theintegrity of judgments and protects t hose who

rely onthem” Rudell v. Conprehensive Accounting Corp., 802 926, 928

(7t" Cir. 1986) (quoting Martino v. McDonald’s System Inc., 598 F. 2d
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1079, 1085, cert. denied, 444 U.S. 966, 100 S. Ct. 455, 62 L. Ed. 2d 379

(1979) (enphasi s added)). See Restatenent (Second) of Judgnents §
22(2) (b) (1982) (a defendant is precluded fromraising a clai mthat coul d
have been rai sed as a countercl ai mor a defense inthe previous action
if the relationship between the claim now being raised and the
countercl ai mor defense “i s such that successful prosecution of the
second actionwould nullify theinitial judgnment or woul dinpair rights
establishedintheinitial action.”). Accordingly, the Court finds that
this case is barred by application of the doctrine of res judi cata and
istherefore dism ssedw th prejudice. Each partyistobear its own
cost s.

CASE TERM NATED.

ENTERED t his _15'" day of January, 20083.

Signature on Clerk’s Original

JOE BI LLY M:DADE
Chief United States District Judge



